
PTO Form 1960 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL
NUMBER

86184669

LAW OFFICE
ASSIGNED

LAW OFFICE 112

MARK SECTION (no change)

ARGUMENT(S)

Request for Reconsideration for the 'Yourhosting' trademarkapplication with US Serial Number: 86184669 in
response to the Final Office Action of ISSUE/MAILING DATE: 12/24/2014. Attention: Mrs. Kamal Preet,
Trademark Examining Attorney We respectfully request that the Examining Attorney reconsiders and withdraws the
final refusal to register our mark YOURHOSTING on the basis that this mark is merely descriptive of a feature,
characteristic, purpose, or function of applicant's services under Section 2(e)(1). The distinctive nature and meaning
of our mark demonstrates that it is suggestive and not merely descriptive. The Examining Attorney's legal
arguments also directly contradict prior TTAB decisions, suggesting that the refusal is likely to be reversed on
appeal. Therefore, we ask the Examining Attorney to withdraw the final refusal and approve our mark for
publication. Arguments 1. Multiple meanings for the word 'host' In response to the remark that we did not supply a
source for the different meanings of the term 'hosting', we wish to present a printscreen from the American
Merriam-Webster (1839) online dictionary with the following URL: http://www.merriam-
webster.com/dictionary/host (Attachment 1). This attachment shows that the term 'host' has different meanings apart
from the merely related service 'webhosting'. At the fifth explanation from the Online Merriam-Webster dictionary
for 'host': "a computer that controls communications in a network or that administers a database", there's no
mentioning of: hosting a website (IC 42), telecom-, (IC 38) or domain name registration services (IC 45). So the
term 'hosting' has multiple meanings and is not descriptive for the services for which we seek registration. 2.
Hosting does not imply or encompass domainname registration - or telecomservices In our first response - dating
from Nov. 26, 2014 - to the non-final office action - dating from July 16, 2014 - we addressed the issue that
although the terms 'hosting', 'telecommunications' and 'domainname registrations' are related, the latter two aren't
types of hosting and they're certainly no synonyms. In the first office action the examiner states that: "The wording
"HOSTING" describes the applicant's hosting, domain name registration and telecommunication services. In
particular, the applicant's services include hosting services in the nature of provision of access to telecommunication
connections and networks, hosting domain name registrations and hosting websites for others." The examining
attorney refers to the dictionary definitions and third-party use attached to the initial office action and hereto. In our
first response we also presented a ruling of the Court of Appeals for the Federal Circuit in which this court made
clear that: descriptiveness issues generally cannot be determined on the basis of analogies drawn from terms other
than the term that is sought to be registered. See In re Seats, Inc., 757 F.2d 274, 225 USPQ 364 (Fed. Cir. 1985) and
citable TTAB rulings like: Levi Strauss & Co. v. R. Josephs Sportswear, Inc., 28 USPQ2d 1464 (TTAB 1993); and
Fuji Jyukogyo Kabushiki Kaisha v. Toyota Jidosha Kabushiki Kaisha, 228 USPQ 672 (TTAB 1985). We
argumented in our first response that the attorney is singling out in our case just one meaning of the expression



hosting and stretches the scope of this expression by analogy to the other services which we seek registration for,
namely telecommunication and domainname registration services. In your final office action of 12/24/2014 the
examining attorney did not address our argument at all. To support our position even further we wish to present
several URL's of companies that provide telecommunication-, domainname registration- and hosting services solely
so it's clear that these services aren't necessarily offered together and this evidence offsets the argument from the
examining attorney that the wording 'Hosting' describes domain name registration and telecommunication services
per definition. (See Attachment 2 - 12 for the screenshots of these URL's.) A. Examples of only telecom services: 1.
Internet Domain Services BS Corp. (Attachment 2) URL: https://internetbs.net/ 2. Registration Technologies, Inc.
(Attachment 3) URL: http://www.registrationtek.com/ 3. Domainpurpose Com (Attachment 4) URL:
http://www.domainpurpose.com/ B. Examples of only telecom services: 1. ESRI Inc. (Attachment 5) URL:
http://www.esri.com/industries/telecom 2. Comtech Telecommunications Corp. (Attachment 6) URL:
http://www.comtechtel.com/telecom.cfm 3. TeleCommunication Systems, Inc. (TCS) (Attachment 7) URL:
http://www.telecomsys.com/ 4. Zetron EMEA (Attachment 8) URL: http://www.zetron.com/en-
us/corporate/aboutzetron.aspx C. Examples of only hosting services: 1. Rackspace (Attachment 9) URL:
http://www.rackspace.co.uk/ 2. Peer1 hosting (Attachment 10) URL: http://www.peer1.com/ 3. Hosting
(Attachment 11) URL: http://www.hosting.com/ 4. Peak Hosting (Attachment 12) URL:
http://www.peakhosting.com/ 5. Codero (Attachment 13) URL: http://www.codero.com/ 3. Composite of 'Your' and
'hosting' creates a suggestive mark In our first response we stated that the composite result of the terms 'your' and
'hosting' creating the trademark name 'yourhosting', gives it more non-descriptiveness than the words 'your' and
'hosting' on their own. We like to elaborate further on this matter, also because the examining attorney uses five
paragraphs on this matter in her final office action, and wish to point out that the composite result of the terms 'your'
and 'hosting' creates a non-desciptive or suggestive mark rather than a descriptive mark. In the Time Solutions Inc.,
33 USPQ2d 1156 (TTAB 1994) decision, that the examining attorney cites in relation to the descriptiveness of a
mark with the term 'your' added to another descriptive term, the discussion was not about the adding of the term
'your' but the primary discussion was about the term 'manager' which was found merely descriptive as applied to
computer programs which functioned to manage health data for insurance purposes. We do acknowledge that the
term 'hosting' by itself has a descriptive significance for the service that we list under the IC 42 category for our
application, but the adding of the term 'your' makes the mark suggestive because when a potential customer
considers our webhosting services, these services are not yet his so it takes creative mental process on his part to
reach this possible conclusion about the nature of these services. Even more so, there's no such thing as hosting your
own website, we host our client website and he or she is responsible for the content only, and we do not use the term
'your' or 'you' on our website (www.yourhosting.nl) implying that you can host your own website. A typical
customer that seeks the kind of services we offer does not have the resources to host one's own presence on the
Internet that's why they turn to us to provide this kind of service and we do not seek protection of the term service
provider. In that sense Yourhosting is not a description of the products we offer, it suggests merely a kind of servile
almost submissive role or attitude towards our potential customers and in that sense it puts the prospective customer
in a uncertain position what the term 'Yourhosting' means in relation to the services we offer and it requires more
than some imagination or thought to reach a conclusion that the adding of the word 'your' in front of 'hosting'
suggests an 'at your service' mentality from us. Even when one has perceived this notion, it's still not certain if the
right conclusion has been made, right in the sense that one might believe by a solid margin that that's the intention
of providing these services under the trademark name 'Yourhosting'. In other words the average customer will be
left in a state of uncertainty about the intended or "real" meaning of the term 'Yourhosting' in relation to offered
services. He or she can only make a guess about it what the 'Your' part points to in the composition Yourhosting and
it does not convey it's meaning. 4. Preceding lookalike registrations in the Principal register Although we're aware
about the stance of the USPTO regarding preceding lookalike registrations, we nevertheless wish to present a host of
US registrations in the Principal Register that are very similar to the application we seek to register. These US
registrations demonstrate that the USPTO (as a body) does accept similar trademark applications. We only listed the
most relevant and recent ones and downloaded all lookalike registration certificates as PDF's and submitted them
already as evidence. For your convenience we compiled a list of these lookalike registrations: A. Registrations with
'hosting' and IC 42 (web)hosting services: 1. Edgewebhosting - 85164771; 2. Go Daddy Web Hosting - 85705640;



3. HostingRage - 86116365; 4. Intelligent Web Hosting - 85059640; 5. Jethosting - 85728991; 6. NetHosting -
85323353; 7. Newtek Hosting - 85851100; 8. Seriously Fast Hosting - 86223822; 9. Unleashed Hosting - 86294438:
10. Web Hosting Made Simple - 78368217; 11. Web-Hosting.com It's all in the name - 85558063. B. Registrations
with 'Your' and a further reference to their services: 1. You Real Estate Agent for Life - 86229915; 2. Your Blood.
Their Hope. - 86333726; 3. Your Full Service Semitrailer Dealer - 86380023; 4. Your Gatway to better health -
86238194; 5. Your Kitchen! - 86283329; 6. Your Legal Team in New Mexico - 86200015; 7. Your Marketing
Mastermind - 86037955; 8. Your Partner in clinical research excellence - 86028000; 9. Your Radio Friend -
86390659; 10. Your Retirement Gameplan - 86092181; 11. Your Server, Your Data, Your Terms! - 86058678; 12.
Your Spread Your Jelly - 86285999; 13. Your Unique Marshmallow - 86172201; 14. Your Vision In Motion
Pictures - 86243440; 15. YourProKitchen - 86374059; 16. YourVoice - 86117288. 5. Conclusion Based on the
arguments above and evidence presented in this case, we view that our mark 'Yourhosting' is not descriptive in the
sense that it does not convey (immediate) knowledge of a quality, feature, function, or characteristic of the services.
As pointed out and substantiatedin paragraph 3, the adding of the word 'your' to 'hosting' makes the mark suggestive
for our services. Therefore, we respectfully request the Examining Attorney to reconsider, and withdraw, the final
refusal to register our trademark 'Yourhosting' and approve it for publication.
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To the Commissioner for Trademarks:

Application serial no. 86184669 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Request for Reconsideration for the 'Yourhosting' trademarkapplication with US Serial Number:
86184669 in response to the Final Office Action of ISSUE/MAILING DATE: 12/24/2014. Attention: Mrs.
Kamal Preet, Trademark Examining Attorney We respectfully request that the Examining Attorney
reconsiders and withdraws the final refusal to register our mark YOURHOSTING on the basis that this
mark is merely descriptive of a feature, characteristic, purpose, or function of applicant's services under
Section 2(e)(1). The distinctive nature and meaning of our mark demonstrates that it is suggestive and not
merely descriptive. The Examining Attorney's legal arguments also directly contradict prior TTAB
decisions, suggesting that the refusal is likely to be reversed on appeal. Therefore, we ask the Examining
Attorney to withdraw the final refusal and approve our mark for publication. Arguments 1. Multiple
meanings for the word 'host' In response to the remark that we did not supply a source for the different
meanings of the term 'hosting', we wish to present a printscreen from the American Merriam-Webster
(1839) online dictionary with the following URL: http://www.merriam-webster.com/dictionary/host
(Attachment 1). This attachment shows that the term 'host' has different meanings apart from the merely
related service 'webhosting'. At the fifth explanation from the Online Merriam-Webster dictionary for
'host': "a computer that controls communications in a network or that administers a database", there's no
mentioning of: hosting a website (IC 42), telecom-, (IC 38) or domain name registration services (IC 45).
So the term 'hosting' has multiple meanings and is not descriptive for the services for which we seek
registration. 2. Hosting does not imply or encompass domainname registration - or telecomservices In our
first response - dating from Nov. 26, 2014 - to the non-final office action - dating from July 16, 2014 - we
addressed the issue that although the terms 'hosting', 'telecommunications' and 'domainname registrations'
are related, the latter two aren't types of hosting and they're certainly no synonyms. In the first office
action the examiner states that: "The wording "HOSTING" describes the applicant's hosting, domain name
registration and telecommunication services. In particular, the applicant's services include hosting services
in the nature of provision of access to telecommunication connections and networks, hosting domain name
registrations and hosting websites for others." The examining attorney refers to the dictionary definitions
and third-party use attached to the initial office action and hereto. In our first response we also presented a
ruling of the Court of Appeals for the Federal Circuit in which this court made clear that: descriptiveness
issues generally cannot be determined on the basis of analogies drawn from terms other than the term that
is sought to be registered. See In re Seats, Inc., 757 F.2d 274, 225 USPQ 364 (Fed. Cir. 1985) and citable
TTAB rulings like: Levi Strauss & Co. v. R. Josephs Sportswear, Inc., 28 USPQ2d 1464 (TTAB 1993);
and Fuji Jyukogyo Kabushiki Kaisha v. Toyota Jidosha Kabushiki Kaisha, 228 USPQ 672 (TTAB 1985).
We argumented in our first response that the attorney is singling out in our case just one meaning of the
expression hosting and stretches the scope of this expression by analogy to the other services which we
seek registration for, namely telecommunication and domainname registration services. In your final
office action of 12/24/2014 the examining attorney did not address our argument at all. To support our
position even further we wish to present several URL's of companies that provide telecommunication-,
domainname registration- and hosting services solely so it's clear that these services aren't necessarily
offered together and this evidence offsets the argument from the examining attorney that the wording
'Hosting' describes domain name registration and telecommunication services per definition. (See
Attachment 2 - 12 for the screenshots of these URL's.) A. Examples of only telecom services: 1. Internet
Domain Services BS Corp. (Attachment 2) URL: https://internetbs.net/ 2. Registration Technologies, Inc.
(Attachment 3) URL: http://www.registrationtek.com/ 3. Domainpurpose Com (Attachment 4) URL:



http://www.domainpurpose.com/ B. Examples of only telecom services: 1. ESRI Inc. (Attachment 5)
URL: http://www.esri.com/industries/telecom 2. Comtech Telecommunications Corp. (Attachment 6)
URL: http://www.comtechtel.com/telecom.cfm 3. TeleCommunication Systems, Inc. (TCS) (Attachment
7) URL: http://www.telecomsys.com/ 4. Zetron EMEA (Attachment 8) URL: http://www.zetron.com/en-
us/corporate/aboutzetron.aspx C. Examples of only hosting services: 1. Rackspace (Attachment 9) URL:
http://www.rackspace.co.uk/ 2. Peer1 hosting (Attachment 10) URL: http://www.peer1.com/ 3. Hosting
(Attachment 11) URL: http://www.hosting.com/ 4. Peak Hosting (Attachment 12) URL:
http://www.peakhosting.com/ 5. Codero (Attachment 13) URL: http://www.codero.com/ 3. Composite of
'Your' and 'hosting' creates a suggestive mark In our first response we stated that the composite result of
the terms 'your' and 'hosting' creating the trademark name 'yourhosting', gives it more non-descriptiveness
than the words 'your' and 'hosting' on their own. We like to elaborate further on this matter, also because
the examining attorney uses five paragraphs on this matter in her final office action, and wish to point out
that the composite result of the terms 'your' and 'hosting' creates a non-desciptive or suggestive mark
rather than a descriptive mark. In the Time Solutions Inc., 33 USPQ2d 1156 (TTAB 1994) decision, that
the examining attorney cites in relation to the descriptiveness of a mark with the term 'your' added to
another descriptive term, the discussion was not about the adding of the term 'your' but the primary
discussion was about the term 'manager' which was found merely descriptive as applied to computer
programs which functioned to manage health data for insurance purposes. We do acknowledge that the
term 'hosting' by itself has a descriptive significance for the service that we list under the IC 42 category
for our application, but the adding of the term 'your' makes the mark suggestive because when a potential
customer considers our webhosting services, these services are not yet his so it takes creative mental
process on his part to reach this possible conclusion about the nature of these services. Even more so,
there's no such thing as hosting your own website, we host our client website and he or she is responsible
for the content only, and we do not use the term 'your' or 'you' on our website (www.yourhosting.nl)
implying that you can host your own website. A typical customer that seeks the kind of services we offer
does not have the resources to host one's own presence on the Internet that's why they turn to us to provide
this kind of service and we do not seek protection of the term service provider. In that sense Yourhosting
is not a description of the products we offer, it suggests merely a kind of servile almost submissive role or
attitude towards our potential customers and in that sense it puts the prospective customer in a uncertain
position what the term 'Yourhosting' means in relation to the services we offer and it requires more than
some imagination or thought to reach a conclusion that the adding of the word 'your' in front of 'hosting'
suggests an 'at your service' mentality from us. Even when one has perceived this notion, it's still not
certain if the right conclusion has been made, right in the sense that one might believe by a solid margin
that that's the intention of providing these services under the trademark name 'Yourhosting'. In other words
the average customer will be left in a state of uncertainty about the intended or "real" meaning of the term
'Yourhosting' in relation to offered services. He or she can only make a guess about it what the 'Your' part
points to in the composition Yourhosting and it does not convey it's meaning. 4. Preceding lookalike
registrations in the Principal register Although we're aware about the stance of the USPTO regarding
preceding lookalike registrations, we nevertheless wish to present a host of US registrations in the
Principal Register that are very similar to the application we seek to register. These US registrations
demonstrate that the USPTO (as a body) does accept similar trademark applications. We only listed the
most relevant and recent ones and downloaded all lookalike registration certificates as PDF's and
submitted them already as evidence. For your convenience we compiled a list of these lookalike
registrations: A. Registrations with 'hosting' and IC 42 (web)hosting services: 1. Edgewebhosting -
85164771; 2. Go Daddy Web Hosting - 85705640; 3. HostingRage - 86116365; 4. Intelligent Web
Hosting - 85059640; 5. Jethosting - 85728991; 6. NetHosting - 85323353; 7. Newtek Hosting - 85851100;
8. Seriously Fast Hosting - 86223822; 9. Unleashed Hosting - 86294438: 10. Web Hosting Made Simple -
78368217; 11. Web-Hosting.com It's all in the name - 85558063. B. Registrations with 'Your' and a
further reference to their services: 1. You Real Estate Agent for Life - 86229915; 2. Your Blood. Their
Hope. - 86333726; 3. Your Full Service Semitrailer Dealer - 86380023; 4. Your Gatway to better health -



86238194; 5. Your Kitchen! - 86283329; 6. Your Legal Team in New Mexico - 86200015; 7. Your
Marketing Mastermind - 86037955; 8. Your Partner in clinical research excellence - 86028000; 9. Your
Radio Friend - 86390659; 10. Your Retirement Gameplan - 86092181; 11. Your Server, Your Data, Your
Terms! - 86058678; 12. Your Spread Your Jelly - 86285999; 13. Your Unique Marshmallow - 86172201;
14. Your Vision In Motion Pictures - 86243440; 15. YourProKitchen - 86374059; 16. YourVoice -
86117288. 5. Conclusion Based on the arguments above and evidence presented in this case, we view that
our mark 'Yourhosting' is not descriptive in the sense that it does not convey (immediate) knowledge of a
quality, feature, function, or characteristic of the services. As pointed out and substantiatedin paragraph 3,
the adding of the word 'your' to 'hosting' makes the mark suggestive for our services. Therefore, we
respectfully request the Examining Attorney to reconsider, and withdraw, the final refusal to register our
trademark 'Yourhosting' and approve it for publication.
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this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the
USPTO has granted the request of his/her prior representative to withdraw.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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